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Art Unit: 1743 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 41-43 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 41-43 make reference to a transfer device transferring objects from "an 
upstream apparatus to the apparatus to which said transport device is associated". The 
claims do not define what the upstream apparatus is and how it is associated with the 
transport device. Furthermore, the terms "upstream" and "downstream" are confusing 
because these are relative terms. 

Claim Rejections - 35 USC § 102 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 41-43 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Heid et al. 

In light of the 35 USC 112 issues above, the invention is best understood as 
having means to move a sample in two relatively opposite directions (e.g. the two 
relatively opposite directions are upstream and downstream). 

Heid et al. teach an automated apparatus(l) for treating cytological or histological 
specimens. Column 3 lines 8+ describe the apparatus(l) as computer controlled for 
automatically running stored and selected treatment programs. The programs provide 
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instructed a transport device to move the samples to individual treatment stations, 
remove the sample after the appropriate residence time and transport to the next/new 
treatment station. Each treatment station is selected according to the specific computer 
program required. The computer control can be set up for the simultaneous, parallel 
course of different and/or like treatment programs. The apparatus has a housing(la) 
with two openings(4,5) that act as loading or unloading stations. The computer 
processor^ 1), memory(32), display field(2) and keyboard(3) are all integrated with the 
apparatus(1 ). A basket with specimen holder baskets is inserted is inserted into the 
loading station and acts as a transport unit taking the sample to the appropriate 
treatment station (column 4 lines 1+). The treatments stations(6a-j) are arranged in a 
two dimensional array. Two horizontal guides(8a-b) facilitate sample transport to the 
treatment stations(6a-j). The transport device(33-36) has four drives and via interface 
cards(33-36) the exact position of transport device is known at all times. 

The claimed "multiple processing stations" have been read on the taught 
treatment stations(6a-rt and the claimed "transport device" on the taught transport 
devices(33-36 ) . Heid et al. teach each treatment station is selected according to the 
specific computer program and has been read on the claimed "specific function". 

Heid et al. teach specific placement of the treatment stations and interface 
cards(33-36) that define these locations of the treatment stations and permit controlled 
access to each station. Column 5 lines 9-12 teach the air can be evacuated from 
housing(la) . 
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The claimed "robotic arm having a gripper located ..." has been read on the 
taught two horizontal linear quides(8a-b). movable cross bar(9). vertical guided 0) and 
movable sliderMD. 

The claimed limitations of means to transfer samples from an upstream device to 
a downstream device have been read on the taught movement in relatively opposite 
directions along the "X" and "Y" axis. 

Claims 41-43 are rejected under 35 U.S.C. 102(e) as being clearly anticipated 
by Thiem et al. (USP 6,635,225). 

Thiem et al. teach an automated apparatus for the cytological/histological 
staining of tissue samples comprising a transport basket(4) containing multiple slides(2), 
reagent containers(3), transport mechanism(6), transporting arms(24), sensors(12) and 
control/logic circuits(24/25). This has been read on the claimed multiple modular 
processing stations and transport device to move the sample in and out of the 
processing stations. 

The claimed limitations of means to transfer samples from an upstream device to 
a downstream device have been read on the taught movement in relatively opposite 
directions along the "X" and "Y" axis. 

Claims 1,3-15,17-20,22-36 and 38-43 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Goldbecker et al. (USP 5,601,650). 

Goldbecker et al. teaches an apparatus for processing histological specimens on 
microscope slides. The slides are transported by conveyor(18) to a plurality of 
processing stations(16). Feed station(38) and removal station(40) are included in a 
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moveable drawer(44). The claimed load station has been read on the taught feed 
station(38)/removal station(40)/drawer(44). The claimed "plurality of processing 
stations" has been read on the taught processing stations(1 6). 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1,3-15,17-20,22-36 and 38-40 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Heid et al. or Thiem et al. (USP 6,635,225). 

See Heid et al. and Thiem et al. (USP 6,635,225) supra. 

The art is silent to the claimed drawers, attachment of the processing stations by 
bolts or clamped by a bracket, indication of a sample in the loading station by 
acoustically or optically means and a loading station in the form of draw that 
automatically opens and closes. 

The court decided In re Boesch (205 USPQ 215) that optimization of a result 
variable is ordinarily within the skill of the art. A result effective variable is one that has 
predictable and well-known effects. 

Use of a drawer is well known. Drawers have the advantage of providing access 
to its contents without having to move each individual item. Samples in a drawer can be 
organized and the user can pluck out the desired sample without disturbing any other 
samples. Drawers also save space because they can be they can be extended for 
access to the contents and recessed when finished. Drawers also provide security for 
the samples preventing unauthorized access and accidental contact. It would have 
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been within the skill of the art to modify Heid et al. or Thiem et al. (USP 6,635,225) and 
change the opening(4,5) to drawer structure as optimization of a result effective 
variable and to gain the above advantages. 

Bolts and clamping brackets are known for their attachment capabilities and are 
result effective variables. Clamps and bolt attachment further have the advantage of 
being removable as opposed to welding which is not removable. Finally, bolts and 
clamps are advantageous because the layperson is familiar with their function. It would 
have been within the skill of the art to modify Heid et al., Theim et al. (USP 6,080,365) 
or Thiem et al. (USP 6,635,225) and use bolts or a clamping bracket to attach the 
processing stations as optimization of a result effective variable and to gain the above 
advantages. 

Indication of a position being occupied by an optical means, such as a flashing 
light, or by an acoustic means is a well known result effective variable with the effect of 
notifying the technician of the status of sample. Optical and acoustic indicators have 
the further advantage of being universally recognized and are not bound by language 
barriers. It would have been within the skill of the art to further modify Heid et al., Theim 
et al. (USP 6,080,365) or Thiem et al. (USP 6,635,225) and use optical or acoustic 
means to indicate a sample has been loaded as optimization of a result effective 
variable and to gain the above advantages. 

Response to Arguments 

Applicant's arguments filed 5/4/05 have been fully considered but they are not 
persuasive. 
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Applicants traverse the 35 USC 102(b) rejection of claims 41-43 over Heidt et al. 
and Thiem('225) . Applicants' state these references fail to teach means to extend 
outside of the housing to permit transfer of an object carried from an upstream 
apparatus. These remarks are not fully understood in light of the 35 USC 112 second 
paragraph rejections above. Furthermore, Applicants' statements in section VII(1-2)[A.] 
of the Brief " ... the transport device ... extends outside of housing part 1a to permit 
transfer of objects carriers in from an upstream apparatus" is not commensurate is 
scope with these claims. 

The remainder of Applicants' remarks are believed to be addressed by the new 
rejections above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyle A Alexander whose telephone number is 571-272- 
1254. The examiner can normally be reached on Monday, Wednesday and Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Lyle A Alexander 
Primary Examiner 
Art Unit 1743 
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